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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 17 January 2007 . 
2a)I3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1J5 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1. D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach m en t(s) 

1) Q Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) p ap© r No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-6 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

The claims are directed to a judicial exception; as such, pursuant to the Interim 
Guidelines on Patent Eligible Subject Matter (MPEP 2106)), the claims must have either 
physical transformation and/or a useful, concrete and tangible result. The claims fail to include 
transformation from one physical state to another. Although, the claims appear useful and 
concrete, there does not appear to be a tangible result claimed. The practical application of the 
claimed invention cannot be realized until the information is conveyed to the user. For the 
results to be tangible, it would need to output to a user, be displayed to a user, stored for later 
use, or used in any tangible manner. Merely evaluation step for numerically evaluating mottling 
of other paint film using the generated mottling value calculation formula would not appear to be 
sufficient to constitute a tangible result, since the outcome of the evaluation step has not been 
used in the disclosed practical application nor made available in such a manner that its usefulness 
in a disclosed practical application can be realized. Therefore, the subject matter of the claims is 
not patent eligible. 
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Part b. Practical Application the Produces a Useful Concrete, and Tangible Result 
under Section IV Determine Whether the Claimed Invention Complies with the Subject Matter 
Eligibility Requirement of 35 U.S.C. Sec. 101, sentence 3, in the OG Notice from 22 November 
2005 states, "In determining whether the claim is for a "practical application," the focus is not 
on whether the steps taken to achieve a particular result are useful, tangible, and concrete, but 
rather that the final result achieved by the claimed invention is "useful, tangible, and concrete." 

See OG Notices: 22 November 2005, "Interim Guidelines for Examination of Patent 
Applications for Patent Subject Matter Eligibility". MPEP 2 1 06. 
Web site http://w^^w.uspto.gov/web/offices/coiTi/sol/og/2005/week47/patgupa.htm 

Response to Arguments 

Applicant's arguments filed 1/17/2007 have been fully considered but they are not 
persuasive. The new evaluation step of claim 1 does not overcome the 101 rejection above. The 
evaluation step is merely a manipulation of a mathematical calculation, which does not constitute 
a statutory process. Below is a quotation of MPEP 2106.02: 

"Claims to processes that do nothing more than solve mathematical problems or 
manipulate abstract ideas or concepts are complex to analyze and are addressed herein. 
If the "acts" of a claimed process manipulate only numbers, abstract concepts or ideas, 
or signals representing any of the foregoing, the acts are not being applied to appropriate 
subject matter. Gottschalk v. Benson, 409 U.S. 63, 71 - 72, 175 USPQ 673, 676 (1972). Thus, a 
process consisting solely of mathematical operations, i.e., converting one set of numbers into 
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another set of numbers, does not manipulate appropriate subject matter and thus cannot 
constitute a statutory process. 

In practical terms, claims define nonstatutory processes if they: - consist solely of 
mathematical operations without some claimed practical application (i.e., executing a 
"mathematical algorithm 5 '); or - simply manipulate abstract ideas, e.g., a bid (Schrader, 22 F.3d 
at 293-94, 30 USPQ2d at 1458-59) or a bubble hierarchy (Warmerdam, 33 F.3d at 1360, 31 
USPQ2d at 1759), without some claimed practical application. Cf. Alappat, 33 F.3d at 1543 
n.19, 31 USPQ2d at 1556 n.19 in which the Federal Circuit recognized the confusion: The 
Supreme Court has not been clear ... as to whether such subject matter is excluded from the 
scope of 101 because it represents laws of nature, natural phenomena, or abstract ideas. See 
Diehr, 450 U.S. at 186 (viewed mathematical algorithm as a law of nature); Gottschalk v. 
Benson, 409 U.S. 63, 71-72 (1972) (treated mathematical algorithm as an "idea"). The Supreme 
Court also has not been clear as to exactly what kind of mathematical subject matter may not be 
patented. The Supreme Court has used, among others, the terms "mathematical algorithm," 
"mathematical formula," and "mathematical equation" to describe types of mathematical subject 
matter not entitled to patent protection standing alone. The Supreme Court has not set forth, 
however, any consistent or clear explanation of what it intended by such terms or how these 
terms are related, if at all". 

The Examiner suggests adding a step of outputting the calculation to a user. The last step, 
however, should not be a new matter and should be disclosed in the specification. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to L. G. Lauchman whose telephone number is (571) 272-2418. 
The examiner's normal work schedule is 8:00am to 4:30pm (EST), Monday through Friday. If 
attempts to reach examiner by the telephone are unsuccessful, the examiner's supervisor Gregory 
J. Toatley, Jr. can be reached on (571) 272-2059, ext. 77. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the TC receptionist whose telephone number is (571) 272-1562. 
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